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DETAILED ACTION 



Specification 

1 . The disclosure is objected to because of the following informalities: 

I. The first paragraph of the specification is objected to in that the status of 
the parent application is not up to date. Parent application 10/160,751 has issued as 
US Patent 6,830,637. The specification should be amended to reflect this. 

Appropriate correction is required. 

Claim Interpretation 

2. The claims are directed to a method of making a "a large-diameter tungsten- 
lanthana rod". The term "large diameter" is defined in the specification (page 3, lines 14 
to 16): 

"As used herein, large diameter means 
that the rod has a diameter greater 
than 0.625 inches as worked." 

3. However, since the phrase, "a large-diameter tungsten-lanthana rod" appears as 
part of the preamble it is given little, if any, weight. A preamble is generally not 
accorded any patentable weight where it merely recites the purpose of a process or the 
intended use of a structure, and where the body of the claim does not depend on the 
preamble for completeness but, instead, the process steps or structural limitations are 
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able to stand alone. See In re Hirao, 535 F.2d 67. 190 USPQ 15 (CCPA 1976) and 
Kropa V. Robie, 187 F.2d 150, 152. 88 USPQ 478. 481 (CCPA 1951). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 8 to 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Anders (US Patent No. 3.159.908). 

Anders teaches a method of making a dispersion hardened metal product 
containing oxides dispersed throughout, wherein the metal can be tungsten and the 
oxide can be lanthana (lanthanum oxide) (column 2, lines 52 to column 3, lines 15) as 
recited in each of applicants' claim. Anders' process of making the tungsten-lanthana 
product includes the steps of hot rolling (column 4, lines 67 to 69) the tungsten-lanthana 
work piece at a temperature of not higher than Vi the melting point of the metal (column 
4, lines 32 to 42) at a reduction rate of 45 to 95% (column 4, lines 54 to 56) and 
annealing, i.e., stress relief annealing, the hot rolled work piece (column 5, lines 21 to 
29). Anders' reduction rate overlaps the reduction rate recited in applicants' claims. 
Anders' tungsten-lanthana workpiece contains 0.1 to 10.0 % oxide (column 3. lines 29 
to 32) which is encompassed by applicants' claim 8 to 1 1 , 13 and 14 and overlaps the 
oxide content of claim 12. 
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The Condensed Chemical dictionary teaches that tungsten metal has a melting 
point of 341 0°C. 

The claims and Anders differ in that Anders does not teach the hot working 
temperature recited in applicants' claim 8, the exact reduction rate nor the properties 
recited in claim 1 1 . 

However, one of ordinary skill in the art at the time the invention was made would 
have considered the invention to have been obvious because Anders teaches a working 
temperature of up to Vz the melting point of tungsten. In view of the fact that the 
Condensed Chemical Dictionary teaches that the melting point of tungsten is 341 0°C, 
this means that Anders teaches a working temperature of up to 1 705°C which overlaps 
the claimed working temperature of 1400 to less than 1700°C. Further, Anders 
reduction rate overlaps the reduction rate recited in applicants' claims. Thus, the fact 
that Anders reduction rate and working temperature both overlap the values recited in 
applicants' claims establishes a prima facie of obviousness because a prima facie case 
of obviousness exists when the ranges of a claimed invention overlap the ranges 
disclosed in the prior art In re Geisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff . 
16 USPQ2d 1934 (CCPA 1976); In re Malaqari . 182 USPQ 549, 553 (CCPA 1974) and 
MPEP 2144.05. 

Regarding the properties recited in claim 1 1 , in view of the fact that the product 
taught by the reference is made by a process which is similar to, if not the same as, 
applicants' process of making the instantly claimed alloy, the alloy taught by the 
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reference would be expected to posses all the same properties as recited in the instant 

claim lljn re Best. 195 USPQ, 430 and MPEP 2112.01. 

'Where the claimed and prior art products are identical 
or substantially identical in structure or composition, or are produced by 
identical or substantially identical processes, a prima facie case of either 
anticipation or obviousness has been established. In re Best, 195 USPQ 
430, 433 (CCPA 1977). When the PTO shows a sound basis for 
believing that the products of the applicant and the prior art are the same, 
the applicant has the burden of showing that they are not/ In re Spada,15 
USPQ2d 655, 1658 (Fed. Cir. 1990). Therefore, the prima facie case can 
be rebutted by evidence showing that the prior art products do not 
necessarily possess the characteristics of the claimed 
product. In re Best,195 USPQ 430. 433 (CCPA 1977)." see MPEP 
2112.01. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John P. Sheehan whose telephone number is (571) 
272-1249. The examiner can normally be reached on T-F (6:45-4:30) Second Monday 
Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnatlon about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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